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Application Papers 
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Applicant's response of September 5, 2006 has been fully considered by the 
examiner. In particular, the objections to the specification and the drawings have been 
overcome, and applicant's terminal disclaimer is acceptable and has overcome the 
double patenting rejections. The following is a complete response to the September 5, 
2006 communication. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-13 and 16-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Miller, III (5,836,943). 

Miller discloses an electrosurgical system and method of treating tissue that 
comprises a controller for controlling the output pulses of the generator in response to 
measured tissue characteristics. In particular, Miller specifically teaches that 
impedance and/or rate of change of impedance is used to control the output of the 
generator in a method for treating tissue (col. 6, lines 13-61). As disclosed at column 
12, lines 64 through column 13, line 10, tissue impedance is measured between pulses, 
and the generator is then regulated to control subsequent output pulses of the 
generator. Output pulses are controlled by varying the duty cycle and the magnitude of 
the output voltage (col. 10, lines 1 1-20). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miller, III ('943) in view of the teaching of Yates et al (5,558,671). 

As addressed above, Miller discloses a system and method for controlling output 
pulses of a generator for coagulating (i.e. sealing) tissue by monitoring tissue 
impedance after a pulse (i.e. between pulses) and using the measured impedance to 
control subsequent pulses. Miller does not disclose the use of a look-up table as the 
means to arrive at the values for the subsequent pulses. 

Yates et al disclose another tissue sealing device that relies on impedance 
feedback to control the output of an RF generator. In particular, Yates et al disclose 
various algorithms for controlling future application of energy based on the sensed 
impedance including using a look-up table to determine future energy applications (col. 
8, lines 8-22). 

To have provided the Miller, III system with a look-up table as a means to 
determine output levels for a generator in response to sensed tissue impedance would 
have been an obvious consideration for one of ordinary skill in the art in view of the 
teaching of Yates et al. 
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Response to Arguments 

Applicant's arguments filed September 5, 2006 have been fully considered but 
they are not persuasive. 

It is the examiner's position that applicant is attempting to read too much of the 
specification into the claims as written. That is, applicant is attempting to limit the 
definition of limitations based on what is written in the specification rather than based on 
the broadest reasonable interpretation. Applicant contends that the "characteristic of 
the electrical transient" is a waveform and not a single value. First, the examiner 
maintains that such a strict definition is not necessarily required by the claims as 
provided. Second, it is the examiner's position that the Miller reference uses the same 
"characteristic of an electrical transient", namely the rate of change of tissue impedance, 
for providing control out the output of subsequent pulses. Applicant's claim 7 clearly 
recites that the electrical transient is tissue impedance, and the at least one 
characteristic of the electrical transient is a rate of change of tissue impedance. Miller 
clearly uses the rate of change of electrical impedance to control subsequent pulses of 
energy in an RF system. See column 6, lines 13+ of Miller. Applicant has 
acknowledged in the response that Miller monitors the rate of change of impedance 
(applicant's response, page 17). It is not clear how applicant can assert that Miller is 
not performing the same control when the same characteristic of a measured electrical 
transient is used. That the Miller system may be a more conventional feedback system 
is not deemed to be germane to the argument since there is nothing specific in the claim 
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language that would preclude the use of a "conventional" feedback system to perform 
the functions set forth in the claim limitations. 

With regard to the obviousness rejection involving the combination of the 
teaching of Yates with the Miller reference, applicant contends that Yates fails to cure 
the deficiencies of Miller. As argued above, the examiner maintains that the claimed 
limitations fail to set forth structure and/or steps that clearly distinguish over the Miller 
control system. Applicant further asserts that the Yates look-up table is very different 

♦ 

from applicant's look-up table. Again, it is the examiner's position that applicant is 
improperly importing the subject matter of the specification into the claims. Yates 
provides a system for providing "conventional" feedback, much like Miller. Yates 
specifically teach of providing a linear control feedback whereby measured parameters 
control the output of the generator (like Miller) or an alternative feedback whereby 
measured parameters are associated with a look-up table which then provides the 
desired feedback. The examiner maintains that the Miller reference continues to 
anticipate claim 1 , and that there is proper motivation for providing the Miller system 
with a look-up table to control the feedback system in view of the teaching of Yates. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Peffley whose telephone number is (571) 272- 
4770. The examiner can normally be reached on Mon-Fri from 6am-3pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




